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DETAILED ACTIONX 
Remarks 

1 . The amendment filed on May 31, 2005 has been received and entered. Claim 1-14, and 
16-27 are now pending. 

Claim Objections 

2. Claim 17 is objected to because of the following informalities: 

In claim 17, line 2, the semicolon at the end of the sentence should be replaced by a period. 
Appropriate correction is required. 

aaim Rejections - 35 USC §101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, msxy obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 1-19 are rejected under 35 U.S.C. 101 because the claims are directed to a non- 
statutory subject matter, specifically, directed towards an data structure. 

The Supreme Court has repeatedly held that abstractions are not patentable, "An idea of 
itself is not patentable". "Rubber Tip Pencil Co. V. Howard" . 20 Wall.498, 07. Phenomena of 
nature, though just discovered, mental processes, abstract intellectual concepts are not 
patentable, as they are the basic tools of scientific and technological work " Gottschalk v. 
Benson ", 175 USPQ 673, 675 (S Ct 1972). It is a common place that laws of nature, physical 
phenomena, and abstract ideas are not patentable subject matter " Parker v. Flook ". 197 USPQ 
193, 201 (S Ct 1978). 
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Database Structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are neither physical "things" nor 
statutory processes. Applicant's claims are not within any of the statutory classes. "A database 
structure" should define structural and functional interrelationships between data structures or 
fiinctional parts and a computer system which permit the data functions to be reahzed, and is 
statutory. 

Claim Rejections - 35 USC §112 

5 . The following is a quotation of the second paragraph of 3 5 U. S:C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1-12 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In Claim 1, line 3, the recitation of "receiving a first digit" is vague and indefinite. It is 
unclear to the Examiner how after receiving at least one digit as stated in line 2, then proceeding 
to step two of continuation to receive "a first digit". Its either that the first digit was received in 
the initial step or the second step but not both. Claims 2-12 are dependent on claim 1 and 
therefore carry the same deficiency. 

s Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an appHcation for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1-8, 11, 13-14, and 16-27 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Simon et al. (U.S. Patent No. 6,442,270 Bl). 

As to claim 1, Simon et al. discloses a method of searching-by-number, comprising: 

receiving at least one digit or a sequence of digits and wildcards (See Simon et al. figure 
3, 302, "Enter Digit"); and 

continuing to receive wildcards until receiving a fist digit (See Simon et al. figure 1, 
shows all number that match the digit plus the wildcards); 

searching any numbers stored in a device to form a match list including any stored 
numbers matching the at least one digit or the sequence of digits and wildcards (See Simon et al. 
column 2, lines 45-53). 

Simon et al. discloses the claimed invention except for explicitly stating wildcards. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide wherein the searching by number displaces any other combination of number 
that is available in the storage as being a wildcard search in order to provide precise and efficient 
searching. 
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As to claim 2, Simon et al. discloses comprising displaying the match list (See Simon et 
al figure 2, 210, shows matched list). 

As to claim 3, Simon et al. discloses comprising ending the search in response to one of: 

no stored numbers matching the at least one digit or the sequence of digits or wildcards; 

a displayed number being selected (See Simon et al. figure 3, 306, "Match Shown"); 

a predetermined time period elapsing without an action by a user; 

a predetermined number of digits or digits and wildcards being entered; and 

a user aborting the search. 

As to claim 4, Simon et al. discloses comprising performing an mtelligent pre-match 
before displaying any stored numbers matching the at least one digit or the sequence of digits 
and wildcards (See Simon et al. figure 1, shows all number that match the digit plus the 
wildcards). 

As to claim 5, Simon et al. discloses comprising displaying the match Ust m a 
predetermined order (See Simon et al. column 1, 16-25, prior art, also see Simon et al. column 1, 
lines 41-46). 



As to claim 6, Simon et al. discloses comprismg displaying the match Ust in an order 
corresponding to a position of the at least one digit or sequence of digits and wild cards in any 



Application/Control Number: 10/065,063 
Art Unit: 2165 



Page 6 



stored numbers (See Simon et al. column 2, lines 35-44). 

As to claim 7, Simon et al. discloses comprising displaying the match Ust in the order that 
the at least one digit or sequence of digits and wild cards are positioned from left to right in any 
stored numbers (See Simon et al. column 1, lines 58-67). 

As to claim 8, Simon et al. discloses comprising displaying only one stored number of a 
group of stored numbers in the match Ust that are variations of a same phone number (See Simon 
et al. column 2, lines 22-34). 

As to claim 1 1, Simon et al. discloses comprising entering the at least one digit or 
sequence of digits and wild cards by voice recognition (See Simon et al. column 2, lines 16-21). 

As to claim 13, Simon et al. discloses a method of searching-by-number, comprising: , 
receiving a first entry (See Simon et al. figure 3, 302, "Enter Digit"); 
receiving an additional entry, if the first entry is a wildcard (See Simon et al. column 2, 
lines 45-54); 

repeating receiving an additional entry until a digit is received (See Simon et al. figure 1, 
shows all number that match the digit plus the wildcards); 

searching the match Ust for numbers matching a sequence of entered digits and wildcards 
in response to receiving each additional entry that is a digit (See Simon et al. column 1, lines 35- 
46). 
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Simon et ai. discloses the claimed invention except for explicitly stating wildcards. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide wherein the searching by number displaces any other combination of number 
that is available in the storage as being a wildcard search in order to provide precise and efficient 
searching. 

As to claim 14, Simon et al. discloses further comprising displaying the match list (See 
Simon et al. column 1, lines 41-46, also see Simon et al. figure 1). 

As to claim 16, Simon et al. discloses comprising displaying a new match list including 
any numbers matching the sequence of entered digits and wildcards from a previous match list 
(See Simon et al. column 1, lines 61-67, also see Simon et al. column 2, lines 45-53). 

As to claim 17, Simon et al. discloses comprising receiving additional entries until a 
predetermined number of digits and wildcards are entered (See Simon et al. column 1, lines 61- 
67, also see Simon et al. column 2, lines 45-53). 

As to claim 18, Simon et al. discloses comprising ending the method in response to the 
occurrence of one of 

receiving a predetermined signal; 

failing to match any numbers in the match list; and 
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receiving a predetermined number of digits and wildcards (See Simon et al. column 1, 
lines 61-67). 

As to claim 19, Simon et al. discloses wherein receiving the predetermined signal 
comprises one of: 

selecting a number from the match list; and 

receiving a clear or end signal (See Simon et al. column 1, lines 61-67). 

As to claim 20, Simon et al. discloses a device including a search-by-number feature, 
comprising: 

a processor (See Simon et al. column 2, lines 24-26, wherem "processor" reads on 
"PDA") to search any stored numbers in response to receiving the at least one digit or the 
sequence of digits and wildcards and to form a match list in response to any stored numbers 
matching the at least one digit or sequence of digits and wildcards (See Simon et al. column 2, 
lines 28-53); 

means for receiving an additional entry (See Simon et al. column 2, lines 45-53); 

means for repeating receiving an additional entry until a digit is received (See Simon et 
al figure 1, shows all number that match the digit plus the wildcards); 

means for searching the match list for numbers matchmg a sequence of entered digits and 
wildcards (See Simon et al. column 1, lines 35-46). 

Simon et al. discloses the claimed invention except for explicitly stating wildcards. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
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made to provide wherein the searching by number displaces any other combination of number 
that is available in the storage as being a wildcard search in order to provide precise and efficient 
searching. 

As to claim 21, Simon et al. discloses comprising a display to display the match list (See 
Simon et al. column 1, lines 41-46, also see Simon et al. figure 1). 

As to claim 22, Simon et al. discloses comprising an intelligent pre-match feature to 
display only one stored number of a group of stored numbers in the match list that are variations 
of a same number (See Simon et al. column 3, lines 16-26). 

As to claim 23, Simon et al. discloses comprising a feature to end the search by the 
processor in response to one of: 

no stored numbers matching the at least one digit or the sequence of digits or wildcards; 

a displayed number being selected (See Simon et al. column 1, lines 18-25, prior art); 

a predetermined time period elapsing after displaying any stored numbers matching the at 
least one digit or the sequence of digits and wildcards without an input fi-om a user; 

a predetermined number of digits or digits and wildcards being entered; and 

a user aborting the search. 



As to claim 24, Simon et al. discloses wherein'the at least one data storage device 
comprises at least one of: 
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a call list, a missed call list and a phonebook (See Simon et al. column 1, lines 18-25, 
prior art). 

As to claim 25, Simon et al. discloses a computer-readable medium having computer- 
executable instructions for performing a method, comprising: 

receiving at least one digit or a sequence of digits and wildcards (See Simon et al. figure 

3, 302, "Enter Digit"); and 

receiving any additional entries (See Simon et al. column 2, lines 45-53); 

repeating receiving any additional entries until a digit is received (See Simon et al. figure 
1, shows all number that match the digit plus the wildcards); 

searching any numbers stored in a device to form a match list including any stored 
numbers matching the at least one digit or the sequence of digits and wildcards (See Simon et al. 
column 1, lines 35-46); 

searching the match list for numbers matching a sequence of entered digits and wildcards 
(See Simon et al. column 1, lines 35-46). 

Simon et al. discloses the claimed invention except for expUcitly stating wildcards. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to provide wherein the searching by number displaces any other combination of number 
that is available in the storage as being a wildcard search in order to provide precise and efficient 
searching. 
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As to claim 26, Simon et al. discloses comprising displaying the match Ust (See Simon et 
aL column 1, lines 41-46, also see Simon et al. figure 1). 

As to claim 27, Simon et al. discloses comprising performing an intelligent pre-match 
before displaying any stored numbers matching the at least one digit or the sequence of digits 
and wildcards (See Simon et al column 3, lines 16-26). 

Claim Rejections - 35 USC §103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this OfiTice action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 9-10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simon et al. (U.S. Patent No. 6,442,270 Bl) in view of Amroetal. (U.S. Patent No. 6,542,591 
Bl). 

As to claim 9, Simon et al. does not teach wherein the searching is accomplished at least 
in part by searching a call list, a missed call list and a phonebook. 

Amro et al. teaches wherein the searching is accomplished at least in part by searching a 
call Ust, a missed call list and a phonebook (See Amro et al. column 8, Unes 1-28, also see Amro 
et al. figure 5a, 5b). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Simon et al. to include wherein the searching is 
accomplished at least in part by searching a call list, a missed call Ust and a phonebook. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified Simon et al. by the teaching of Amro et al. to include wherein the 
searching is accomplished at least in part by searching a call list, a missed call list and a 
phonebook because it provides for ease of use and flexibility in searching more than one list (See 
Amro et al. column 1, lines 52-55). 

As to claim 10, Simon et al. does not teach wherein the call list, the missed call list and 
the phonebook are searched in a predetermined order. 

Amro et al. teaches wherein the call list, the missed call list and the phonebook are 
searched in a predetermined order (See Amro et al. column 8, lines 44-59, also see Amro et al. 
figure 5a, 5b). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Simon et al. to include wherein the call list, the missed call 
list and the phonebook are searched in a predetermined order. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified Simon et al. by the teaching of Amro et al. to include wherein the 
call list, the missed call list and the phonebook are searched in a predetermined order because it 
provides for ease of use and flexibility in searching more than one list (See Amro et al. column 1, 
lines 52-55). 
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As to claim 12, Simon et al. does not teach comprising selecting a search-by-number 
feature from a menu by voice activation. 

Amro et al. teaches comprising selecting a search-by-number feature from a menu by 
voice activation (See Amro et al. column 8, lines 10-13, also see Amro et al. column 5, Imes 15- 
27, wherein "feature from a menu" reads on "handset"). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Simon et al. to include comprising selecting a search-by- 
number feature from a menu by voice activation. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified Simon et al. by the teaching of Amro et al. to include comprising 
selecting a search-by-number feature from a menu by voice activation because it provides for 
ease of use and flexibility in methods of searching (See Amrn et al column 1, Imes 52-55). 

Response to Arguments 

11. Applicant's arguments with respect to claims 1-14, and 16-27 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neveen Abel-Jalil whose telephone number is 571-272-4074. 
The examiner can normally be reached on 8:30AM-5: 30PM EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Gaffin can be reached on 571-272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed appUcations 
may be obtained from either Private PAIR or PubUc PAIR, Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Busmess Center (EBC) at 866-217-9197 (toll-free). 



Neveen Abel-Jahl 
July 27, 2005 
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